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PROCLAMATION NO. 501/2006.

TRADEMARK REGISTRATION AND PROTECTION
PROCLAMATION

WHEREAS, it is necessary to protect the reputation
and goodwill of business persons engaged in
manufacturing and distribution of goods as well as
rendering services by protecting trademarks to avoid
confusion between similar goods and services;

WHEREAS, trademarks, in the course of free trade,
play an important role in guiding customers’ choice
and protecting their interests;

WHEREAS, it is believed that protection of
trademarks could have positive impact on the national
economic advancement and especially on the trade and
industrial development of the country;

NOW, THEREFORE, in accordance with Article
55(1) of the Constitution of the Federal Democratic
Republic of Ethiopia, it is hereby proclaimed as
follows:

PART ONE
GENERAL PROVISIONS

1. Short Title

This Proclamation may be cited as the “TradeMark
Registration and Protection Proclamation No.501
/2006.”
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2. Definitions

In this Proclamation, unless the context otherwise
requires:

1/ “collective trademark” means a trademark
distinguishing the goods or services of
members of an association, which is the owner
of the trademark, from those of other
undertakings;

2/ “court” means the court referred to in Article 49
of this Proclamation;

3/ “earlier trademark” means a trademark which
has entered in the register of marks or has a
date of application for registration earlier than
that of the trademark in question;

4/ “foreigner” means a person who is not domiciled
or has no registered business in Ethiopia;

5/ the terms “customs port” and “customs station”
shall have the meanings assigned to them under
the Re-Establishment and Modernization of
Customs Authority Proclamation No. 60/1997;

6/ “international classification” means the
classification of goods or services under the
Nice Convention of Goods and Services for the
purpose of Registration of Trademarks
established by an agreement concluded at the
Nice Diplomatic Conference, on June 15, 1957,
and revised at Stockholm, in 1967, at Geneva,
in 1977 and amended in 1979;

7/ “license contract” means a contract whereby
the owner grants to any other person to use
a trademark for all or part of goods or
services in respect of which the trademark
IS registered,

8/ “Office” means the Ethiopian Intellectual
Property Office;

9/ “person” means a physical or juridical person;



|

=

e

2

Federal Negarit Gazeta No..37 7 July, 2006... Page 3443

I L899yt ¢ At AP 497 GAaw
Nt ooy eourio $597 P9°HI0
spaopnF 00T $7 Yo

I8/ “L1” “0t OHY APE AZdax L
aol s POl oM@ PO AT 9PhC

01 270 ho-::

I8/ “p79e eant” “1at PaATLT G0 4P
PF 0L AIANNTT hAAT AP
0PPF WLI° AMANNAT APAPT P97,

POTA  P223-£ 9°OA 10 9PAR:
PALTFFT SHLTTIT LLATIT RPC
T PATTT L9 POPPTFT ®eye

Pav e PFIFEMF PCO ®LI°  PARTHVY-
P30T ALU LTAA:

I}
=
~

“C-FHEre: O9°” “I0T PATE (R
ANAE HSmA he2am Fao- age 1-HAe
NOA PoImdao-Qt Pavae 09> AU7
0% W L VA O X A L L N WA Vo
N@eOAP L0 PA::

e4.9721 @a%

OWA7h AxTh aoCr OL9° A Te&e AIA
ATt 949° AdeE @A 4L (evan\/(
PO AN APT (HY APE @wl g ¢
&ew-P%  PATFM @RGP FPTF LT
TPA::

heA vat
2398 9°ant AL qaer( 1yt
NA’? S 9°n10

i |2 e 0 2 Y oy M e

P77 AT AALTYT Nt PeLTio-q
0P0ts 09T AL 4T PULT -
P39L °ART PYCNIN PARC OLPT AAT
LUTA::

AN N PP F2L AT

&/ IF@ge 3L ANt PATLT (O
O0PPF L9 ANAWPFT haaeT
ALTF 0 PPTF 0LI° AIATT QA0
AALT  POLLeATA  hUt  A9PHIN
LTan::

10/ “priority date” means the date of an earlier
application that serves as the basis for the right
of priority;

11/ “regulations” means Council of Ministers
Regulations to be issued pursuant to Article 47
of this Proclamation;

12/ “trademark” means any visible sign capable of
distinguishing goods or services of one person
from those of other persons; it includes words,
designs, letters, numerals, colours or the shape
of goods or their packaging or the combinations
thereof;

13/ “surname” means a name shared in common to
identify the members of a family, as
distinguished from each member’s given name.
Also called family name, last name.

Scope of Application

Subject to the principles of reciprocity or in
accordance with any treaty that Ethiopia is a party
to, foreigners shall have the same rights and
obligations as Ethiopians under this Proclamation.

PART TWO
ACQUISITION OF RIGHTS AND
REGISTRATION OF TRADE MARK

. Acquisition of Rights

Ownership rights of a trademark shall be acquired
and be binding on third parties upon the grant of a
trademark registration certificate.

. Trademarks Eligible for Registration

1/ Any trademark that is capable of clearly
distinguishing goods or services of a person
from those of other persons shall be eligible for
registration.
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2/ A trademark may be registered in black-and
white or color. A trademark, which is registered
in black-and-white, shall be protected in all
color combinations; a trademark, which is
registered in color, shall only be protected in
the color combination in which it is registered.

3/ A trademark eligible for registration may
include elements which are not subject to
protection unless they decrease the distinctive
character of the trademark or infringe the rights
of other persons.

6. Trademarks Inadmissible for Registration

1/ The following trademarks may not be admissible
for registration:

a)

b)

c)

d)

€)

a trademark which does not conform to the
provisions of Article 5 of this
Proclamation;

a trademark which consists of sound or
smell;

a trademark which is incapable of
distinguishing the goods or services of one
person from those of other persons;

a trademark that is contrary to public order
or morality;

a trademark consisting exclusively of sings
or indications which designate the kind,
quality, quantity, intended purpose, value,
geographical origin of goods or services,
the time of production of the goods or
rendering of the services, or other
characteristics of the goods or services;

a trademark consisting exclusively of signs
or indications which have become
customary in the current language use in
relation to such goods or services for
which the registration of a trademark is
applied for, or which have become
customary in economic and business
activities;



|

=~

Federal Negarit Gazeta No..37 7 July, 2006... Page 3445

a/ ho2o HLrEP  Vnd  Paigh,
WL PRILT 0F thihe omt
AT ANdAl, PP @LY9 pPo-
ag We1s PO POLRI°CT  PCO
AF PLH P& °AhT*

0/ 0PPTF ®LI° AT COich:
a7 0 0L PAPPLTE %L1TTS
wee  Qteraht wHe: ogye
3257 “In0LaN A LANT POLTA
P32 PARTT

¢/ AN QA RhA PHam 4P
ALTC hoIEo-9° DIC @t
haes a3m 3¢ LCHET ogye
N%A9° APGE NI°°riT aowif -
bdhan Ny SCET OFLLP A
T A789%97 ©L9° AA RGO
N9°T 9"V A ®LI° PRI AU
CT ®e9° ATV WHHIE AdOAP
AT e PG ACYY  OC
AL ALY PP WE9e avqq Lyt
LAQ: P79 9 ARNTT

N PhAANWE? POAHIe 09> NF
PLH P72 9°AhT

T LANNN 4.PL PATLT (WLOT
PA 200N oA O9° PPH LI
AT

€/ ¢ ARt PN “QemanF (L0001
+7 3L ANt OPPI° AL (19vPA
et A& e @O a“z10
PO F3@P @y NFLIIm PHY AP0
200 AP B/w/T 4] RS /0 &EIPT
4977 heV19°::

QPONtE @17 e 9°nR et avavyq)
P98 A £7L ARt T

A7L 1L At W“Lhtac Yoty
OCT PPLaL e av(\F 9°nN7e T ACPHIN
ALTAI:

8/ hae 989 ®E9e Favang  p PP
OLI° RIANATT IC HPPH PAA OO
897 3L AT IC RIL 9ehT
Py wE9C avAhCy  ALONTA  POLTA
+aqa gy PA®::

g) a trademark consisting exclusively of a
shape which results from the nature of the
good itself or that is necessary to obtain a
technical result of the good or that gives
substantial value to the good;

h) a trademark that is likely to mislead the
public or the business community, in
particular as regards the geographical
origin of the goods or services concerned,
or their nature or characteristics;

i) unless authorized by a competent authority,
a trademark which is identical with or an
imitation of or contains an armorial
bearing, flag or other emblem, a name or
abbreviation or initials of the name of, or
official sign or hallmark adopted by any
state, intergovernmental organization, or
other organization created by international
conventions.

j) a trademark that consists exclusively the
surname of the applicant,

k) atrademark mark that consists exclusively
the full name of an alive individual with
out his consent.

2/ The provisions of Sub-Article (1), (e), (f) and (j)

of this Article do not apply if it is certified that
by the date of receipt of an application for
registration of a trademark, the trademark has,
as a result of its use, become well known in
Ethiopia.

. Refusal of Registration of Trademarks on
Grounds of Third Party Rights

A trademark shall not be registered because of the
following third party priority rights:

1/ when it is identical with an earlier trademark of

another person in respect of the same goods or
services or closely related goods or services, or
if it so nearly resembles such a trademark as to
be likely to deceive or cause confusion;
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2/ when it is identical with or confusingly similar

3/

4/

to, or contains a translation of a trademark, that
is well known or established by use in Ethiopia
for identical or similar goods or services of
another person;

when it is identical with or confusingly similar
to, or constitutes translation of, a trademark
which is registered in Ethiopia for goods or
services which are not identical or similar to
those in respect of which the registration is
applied for, provided that the use of the
trademark in relation to those goods or services
would indicate a connection between those
goods or services and that the interest of the
owner of the registered trademark is likely to be
damaged by such use;

when it contains anything which may be
understood as the characteristic title of another
person’s protected literary or artistic rights or
another person’s right to a photograph or design
without his written consent.

PART THREE
PROCEDURES FOR REGISTRATION
OF TRADEMARK

8. Application for Registration

1/ Application for registration of a trademark shall

2/

3/

be made in the prescribed form and filed with
the Office accompanied by payment of the
application fee prescribed by the Regulations.

An application for registration shall cover only
one trademark.

The applicant shall, after completing the
application form prescribed by the Regulations,
submit the following documents:

a) three copies of a reproduction of the
trademark;

b) a list of goods and services classified in
accordance  with  the international
classification of goods and services for
which registration of the mark is requested
and the class numbers of the classification;
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c) when the application for registration is
filed through an agent, it shall be
accompanied by a duly authenticated
power of attorney;

d) a document certifying payment of the fee
referred to in Sub-Article (1) of this Article
or a copy thereof;

e) other particulars the

Regulations.

determined by

4/ An applicant who is a foreigner shall appoint
an agent who is domiciled in Ethiopia.

9. Withdrawal of Application

The applicant may withdraw the application any
time while it is pending.

10. Right of Priority

1/ Where any applicant files his application in
Ethiopia within six months from the date on
which he first filed in a foreign country an
application for the same trademark in respect of
same goods or services, the date on which the
application was first filed in the foreign country
shall be regarded as the date of filing if the
applicant claims the right of priority and
furnishes within the prescribed time limit a
copy of the earlier application certified as
correct by the office with which it was filed and
other documents and information as prescribed.

2/ Where the Office finds that the declaration
submitted does not fulfil the requirements of
Sub-Article (1) of this Proclamation and the
Regulations, the said declaration shall be
considered not to have been made.

11. Examination of Application

The Office shall, when an application for the
registration of a trademark is submitted to it:

1/ undertake examination as to form, whether the
application fulfils the requirements of Article 8
of this Proclamation and the Regulations;

2/ undertake examination as to substance, to ensure
that the trademark complies with the provisions
of Articles 6 and 7 of this Proclamation;
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12. Publication of

3/ reject the application when it ascertains that the
application does not fulfil the requirements of
this Proclamation and the Regulations and
inform the applicant in writing the reasons for
the rejection within the time limit provided for
in the Regulations;

4/ the Office shall, before making a decision of
rejection under Sub-Article (3) of this Article,
fix a reasonable time for the applicant to submit
his opinion in writing or to rectify the defect.

Notice of Invitation for

Opposition

When the Office finds that the trademark
application is acceptable, it shall publish a notice of
invitation for opposition regarding the registration
of the trademark in the Intellectual Property Gazette
or a newspaper having nationwide circulation at the
cost of the applicant. This may be supplemented by
aradio or television broadcast or a website notice as
deemed necessary.

. Opposition

1/ Any person who objects the registration of the
trademark may, within the period and in the
manner prescribed by the Regulations and upon
payment of the prescribed fee, notify in writing
to the Office stating the ground of opposition
and attaching the supporting documents.

2/ The Office shall send a copy of the opposition
together with supporting evidence to the
applicant, within the period and in the manner
prescribed by the Regulations.

3/ The applicant may send to the Office a counter
statement of the grounds which would support
his application, within the period and in
themanner prescribed by the Regulations, if he
fails to submit the counter statement, it shall be
deemed that he has abandoned the application.

4/  The Office shall furnish a copy of the counter
statement of the applicant to the person who
made opposition and reach a decision within
the period and in the manner prescribed by the
Regulations, after examining the merits of the
case.
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14. Pending Cases

Io ¥ Lk i
1/ After an application is published and until the
8/ epaevphFe- hteot 3 L9 hah registration of the trademark, the applicant has
IUNID AAT QA@ U OOF ATPA the same privileges and rights as he would
E eI andt daonnat (Ui have, if the trademark had been registered;
TC ASLO PULFA® @IS PP provided, however, that it shall be valid defense
LTLPA PRI LN “1evAF o to an action brought in respect of an act done
O2HhM  JFeP  hoq R4 Q14090 after the application was published, if the
SCLT et (teoadt hh LGk defendant establishes that the trademark could
WHéoee0t LH 398 PAhE: N+ not have been validly registered at the time the
S AN ALTA G 0“7AqT act was done.
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2/ Infringement proceedings may not be initiated
g P39 ARk 9o havipor 3 before the date on which the trademark is in
LT Pl v} 180 peyam fact registered.
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At ehh LT ARG ALTFAT 15. Registration of the Trademarks and Issuance of

IE. DA AS PIPONC @Lbd pATAmT: Certificate
The Office shall register a trademark and issue to the
B applicant a certificate of registration upon payment of the
AhéoT Ok PLLOAT PPN “PooAhFT fee prescribed by the regulations where it finds that:
= 1/ the conditions referred to in this Proclamation
&/ AHY APES (L3O ot VBT and the Regulations are fulfilled; and
LT PULLe7TA W WG
2/ the request for registration of the trademark has
€/ agen1a “eephFe- AL +Foq eAd not been opposed; or it has been opposed and
L0 oege  pPaoqr P Popra- the opposition has been rejected;
@-LP 4241 MUY
7L PANET ann (L70 PHoONTO7
neEe (°70héA PN PRANC @bt
ARTPANTE CAMA::
1. Notification of Registration
IZ.  ou197 0a“90% ) ) -
The Office shall notify the registration of a
dhé T (bl P39 °ART 9°NIN avd.pav- trademark, in an intellectual property gazette or in a
PII00 “INFOLL (AR ZP LT DI newspaper having nationwide circulation, or in a
®MLI° (& AP NCPT QA IHLT OLI° radio or television or website at the expense of the
M6t L MEAGIT ®es apqaed | applicant
MA@ANE O RE0T PLCIA: :
A fa62 2. The Right to Appeal
IZ. 2907 ¢"9¥s-0 a0t

1/ Any person aggrieved by the final decision of the
Office on the registration of a trademark shall
have the right to appeal to the court having
jurisdiction.

8/ Amé T Ok NI AR RN
Mm@ PaPeRLA @A, AL Péd LAD:
YFFO A@ Plod@F AANT AN
GCL LT 214N LTAAT
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€/ aHv ATPx 00 ATPER 18] ehevah
T Pl AnéT Wk @AROF AQA
1582 hao+at 7 Lo aat E
¢ @Or  ARGCE Wk @PpliAl
Aal-T::

NEA hert
POA PF9L °ANTT AT FPL
PO P31 °ANTT

. POA P79 AR 9UH10

o

| aoA 3L 9ant N1 eoleCN
Maop I PL PANE POA P
AR Py aYNeGT POA LI
ANET AP 490 helonT ao18L4 ¢
Ll P8 ¢ heen @i
LTCATA:

€/ any APE NA72L  ART UHI0
POLST &30V PTF AOA 722 °ANT
NG 14977, LPGA:

[/ QHy A74& 7000 A% 18] etad
@ Pav--8LLe LNT PoMNGT NY°T
PG avl e (LT AAIPETS ONAET
appn  LTCOATA: VFeR16 0L
ARt Paome9e a1 PATF@G
APTT  PhamPPory YpFq  eavf
aoa)y Y A LITIC POlavanIT -
OAPF  POLTe PO} ao (kG 98,3
a9y LTCONTA:

o/ e-tavp@: oA P& 9CAhT aanT
(HY A%+ 200 A2Pk 18] aowlot
NN oo} 8840 L1l AL PULELY
NCFOF9° AP ARMET Lk ra0P
LTCNF A

POA  P77€  PARTT AN NIN OA
P TA OALT

Pwiotd  eTT 0L L.LENTT
PANAP RO @Ik AIMO0P  POA
£r1L PARTTT ALOCCHIN LTAN:

POAN P39 AT 9°H10T AAC”ALH

b8/ eoA 2372 eART HIN (“Lhta-t
NPT LALHAT

v/ QA0 eheriN® (V27 A%t
gAam@ AhA O4.CNE

2/ An appeal pursuant to Sub-Article (1) of this
Article shall be submitted to the court within 60
days from the date of notification of the
decision to the person concerned.

PART FOUR
COLLECTIVE TRADEMARKS AND
WELL KNOWN MARKS

18. Registration of Collective Trademarks

1/ An application for registration of a collective
trademark shall designate the trademark as
collective trademark and shall be accompanied
by a copy of the statutes governing the use of
the collective trademark.

2/ The Provisions of this Proclamation concerning
the registration of trademarks shall also apply
to the registration of collective trademarks.

3/ The statutes referred to in Sub-Article (1) of
this  Article shall specify the name,
headquarters, objectives and representatives of
the association. It shall also indicate the group
of persons entitled to use the trademark, the
conditions for use and the rights and obligations
of the parties concerned in the event of
infringement of the trademark.

4/ The owner of the registered collective trademark
shall notify the Office of any changes made in
respect of the statutes submitted pursuant to
Sub-Atrticle (1) of this Article.

19. Persons Eligible to Apply for the Registration of
Collective Trademark

Trade unions, trade union federations or associations may,
in order to protect the rights of their members, apply for
the registration of collective trademarks.

20. Cancellation of Registration of Collective Trademarks

1/ The registration of a collective trademark shall
be cancelled:

a) upon dissolution of the registered owner;
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A/ teno0N@ QAT PHYVF  APE
AN CET 94t PILTFA UT
\WEE

h/ ey INo- QALT 0 ORI REP
O¢ AT APT g 5L84L L0
n24.pL@m @ 171 AL
A.mdav-:

av| ao-tGR 60 L0 AMHN (A9° ®LI°
2 NG P PO £ILPT
(N AH

€/ poa P32L AT hh0dH AT haeodt

he7a4 04T QASN 9010 A% At
aqq e APPTF ORI AIANNFT Q0AN
T Aa.ft @L9° (AA a°An TP AL
AN ALTFAY:

Pav-5240 L3NT AhHAO AGT
he T QA%1L:47

POA P32L PANT AP $I°T POLMO-
vk 5060 Ll AmHN AL heT
LUSA:

Part+8L6° L7077 NA“TAAA

8/ etaopNy POA P31L AT AmP

+¢9° 1772M oo 18L4L Ll AL P98
L 100 e 14997 POLTI@ 7R ear
AZMéA Uk PCO A2PHIN o3

AhéT bk ANLAL VT ALTIO P47
qA®7  Pavk8eLe Ll havan ().
Wt +PoPIT ANt TT AP O0H
TP AI8.0M A LLCA LTAA::

. FPE LTI PARTT

8/ ACRPe AMA AVITOT 949° AdE

Ot AL JPE 23L& PAht
PAP PULLLANT £3L CART (HWY
APE: aow/(lqt AP PoL40T (AT
FRe oar PJod AT P&ARE 0A
0T MASTPRE OO I N6 OLY°
apge G (1L.FLO9° (LT LD-9°F

U/ engeoht: AQA PUT AC 1D AT
me9°

A/ POk AOA QY ANC @OT

kg ale @e9c 3L +RY°

N7 LD jO-::

2/

b) when the registered owner no longer satisfies
the requirements of this Proclamation;

c) when the registered owner has used the
trademark or knowingly allowed it to be
used in conditions other than those
prescribed in the statutes;

d) when the statutes contain provisions

contrary to public order or morality.

In the event of cancellation of a collective
trademark, it may not be appropriated in respect
of the same goods or services by a new
registration, nor be used in any other way until
a period of seven years has lapsed.

21. Statutes to be open for Inspection

22.

23.

The statute governing the use of a registered

collective trademark shall

be open to public

inspection.

Amendmennt of statutes

1/

2/

An amendment of the statute governing the use
of a registered collective trademark shall not be
effective unless the amended statute is filed
with the Office and registered.

The Office, before registering any amended
statute, may cause its publication, where it finds
it necessary, with a view to inviting opposition
and observations.

Well known Trademarks

1/

A trademark which is entitled to protection,
under an international convention to which
Ethiopia is a party, as a well-known trademark
shall be protected under this Proclamation if it
is well know in Ethiopia and is a trademark of a
person who is:

a) the national
convention; or

of a state party to the

b) domiciled in or has a real and effective
industrial or commercial establishment in a
state party to the convention,

Whether or not such person carries on business or
has any good will in Ethiopia.
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2/ In determining whether a trademark is well-

€/ (HY A%PR 300 AIPR 18] aowiqt known in Ethiopia, for the purposes of Sub
AL P11 ART OATHAP @O Article (1) of this Article, due regard shall be
S PP aOPLIG  RAGURT  POLOOG0 given to the knowledge of the trademark in the
AN La® PUANLTAN heEA NAS relevant sector of the public, including
928 PANE PADTF dDd T ARG VI knowledge which has been obtained as a result
£39€  ANET PYINTPOP - of the promotion of the trademark.

aevnét  onret e 0o
sppgec 9° T @-OF 01°N0T LUPTA::

PART FIVE
NEA AICRT DURATION AND RENEWAL OF
e1me goah U1 031 DATLE LT REGISTRATION OF TRADEMARKS

Hee3s 0oL AT

24. Duration of Registration

A8 ¢g99e g°AhT 9°N10 0% Po2EL0T HomY . . . :
Without prejudice to the provisions of Article 35 to
(LY APE hAdex @& Aph GZ p-L37110- 37 of this Proclamation, the registration of a
7\'7.&’.+m(.]4' re ?'7"?&7 9“&\,),4,‘_"9‘.1”(] 034 trademark shall remain valid for a period of seven
Poy Be@- PPN aANFE Wb LONT 73 years from the date of submission of the application
EoE AT 9T LPGA:: for registration.
RE 0390 goahd W10 584k 25. Renewal of Registration

1/ Registration of a trademark may, upon request
of the owner, be renewed for consecutive
periods of seven years. The owner of the
trademark shall attach a document showing the
payment of renewal fee prescribed by the
regulations.

&/ P77 AR P10 aCAhE aant
Tee 0PN 99 AdA ThI L AT
qavt A SL0 BFAA: PFUL AR
aA0T hereeahFe OC (L7730 o0
0% POLAT PGP NATrLpov TINE
ALLH “1PLAN AAOT:

2/ At the time of the renewal, no change may be

& oLAT oFT aaht AC htHiHeT made in the trademark or in the list of goods or
OFPT @R WIAWFT POV services in respect of which the trademark is
AT CULFEN v Ak eC % registered, except that certain goods or services
ANk AL A® P ML Ur Chan may be eliminated from the list.

2 OFPTF OLI RIANAT HCHC
-t ARFAI:

~ 3/ Renewal of the registration of atrademark shall

L/ 3L °ahT 9°N107 “29L0 P A be made within three months after the expiry of
NN 0% PereLe0t L hadat the registration period; provided, however, that
+3 E9°¢ AT ot oiqT L o after the expiry of the three months period, the
0 et PP 04T L@ hAd. registration may be renewed within the next six
Mia aa-t+ Aot oL+ o haog months, by paying in addition to the regular
WFao e6LAat hee Wten®lé L7730 renewal fee, a penalty prescribed by the
o0} PAT (9vhiA  9UHNINOG Regulations.
aQALN LFAA:

4/ The Office shall record renewal of the

0/ ZvéA Ok ALAET Qeen1N (M°704.C registration and notify same in an intellectual
CUT? PUha0pANT TN DL P (AR S P property gazette or in a newspaper having
06T DM OLI° (4 AP +CB T nationwide circulation, or in a radio or
qGA® IHpa 0L (6L LI (LA television or website at the cost of the owner of
A 0L RNALT 0L ANtk the trademark.

AAMLT O, A2%0M PL.CIA: o o
5/ A trademark not renewed within the time limit

| GHY A3PE 300 A3PR /F/ OF10R0- stated in Sub-Article (3) of this Article shall be
PLL 180 PAFLA P39  CART considered to have been waived or cancelled.

oy
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®L9” nmHANF ALANT O°LFA Ab,
A7 hadt 0FPPF @e9e AMAY
At 2C OHPPH AFSLmdav-:

A/ I AR @I LI IPA
N3 eolaonin avp e eAONE o077
T pPovy AAS% O“LTFA AT
Ar8Lmbort /G

d/ MO @AN &CUTT ATSLEA 0T
AL PO LNTA a1 CPATIATA::

AHY AZP& 200 AFPR /8] £3I9VLPF
%497 AL ALYl AP AL %LTT
O0PPTF L9 RIAVNFT AOA
PavAnC VU A7904 8190

FPE I AT Oihl OF av L
TP AL “IPAT AOheAht (03PL
PrNL o Aht: aan-r o4 N
NCFEO9° hn oAt PHY ATPR
200 Arbo [E/ £IILPTF A&
14977 LUGA-:

26.

6/ The Office shall remove the trademark from the
register when it is not renewed in accordance
with the provisions of this Article.

7/ Nothhing under Sub-Articles (5) and (6) of this
Avrticle may prohibit any person including the
former owner from seeking a registration for a
trademark that has been waived or cancelled.

PART SIX
RIGHTS CONFERRED BY REGISTRATION
AND LICENSE CONTRACTS

Rights Conferred by Registration

1/ The owner of a registered trademark shall have
the right to use or authorize any other person to
use the trademark in relation to any goods or
services for which it has been registered.

2/ Registration of a trade mark shall confer upon
its owner the right to preclude others from the
following:

a) any use of a trademark or a sign
resembling it in such a way as to be likely
to mislead the public for goods or services
in respect of which the trademark is
registered, or for other goods or services in
connection with which the use of the mark
or sign is likely to mislead the public.

b) any use of a trademark, or a sign
resembling it, without just cause and in
conditions likely to be prejudicial to his
interests and,;

c) other similar acts

3/ For the purpose of the provisions of Sub Article
(2) of this Article, a likelihood of confusion
shall be presumed, in case of the use of an
identical sign for identical goods or services;

4/ The provisions of Sub-Article 3 of Article 26
shall apply, mutatis mutandis, in any action
instituted by the owner of a well-known
trademark against any person in respect of the
unlawful use of the well known trademark.
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27. Limitation of Rights Conferred by Registration

i

2/

Registration of the mark shall not confer upon
the owner the right to preclude third parties
from using the trademark in relation to the
goods lawfully sold in any country under that
trademark, provided that these goods have not
undergone any change.

Registration of a trademark shall not confer
upon its owner the right to preclude third
parties from bona fide use of their names,
addresses, pseudonyms, a geographical name,
or exact indications concerning the Kind,
quality, quantity, destination, value, place of
origin, time of production or supply of their
goods or services, in so far as such use is
confined to the purposes of mere identification
or information and cannot mislead the public as
to the source of the goods or services.

28. Transfer of Right

1/ A right on a registered trademark or an

2/

3/

4/

5/

application for registration of a trademark may
be assigned, or licensed in whole or in part.

A request for transfer of rights on a registered
trademark or an application for registration of a
trademark shall be submitted in writing to the
office. The application shall be accompanied
with the agreement of transfer of right.

Shares in a trademark, which is a subject of co-
ownership, may not be transferred without the
consent of all the co-owners.

The right to a trademark can be transferred in or
without connection with the business in which
it is used. In case where there is a transfer of
the business, the right to the trademark that is
attached to the business passes over to the new
owner, unless otherwise agreed.

The Office may, refuse to effect the transfer,
under Sub-Article (4) of this Article, of a
trademark separately from the business where it
finds that use of the trademark by the new
owner may mislead the public.
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29.

30.

31.

6/ The Office, after examining the request for the
transfer of right and upon payment of the fee
prescribed by the Regulations, shall register and
cause publication of the transfer.

License contracts

1/ The owner of a registered trademark or of an
application for registration of a trademark may, by
contract, grant to any other person a license to use
the trademark. The contract shall be made in writing
and shall indicate whether it is for all or part of the
goods or services in respect of which the trademark
is registered or an application is filed for.

2/ Alicense contract on a registered trademark or
an application for registration of a trademark,
as well as modification or termination of the
license contract shall be submitted to the
Office. The Office shall register the contract as
well as its modification and termination and, by
keeping the details as confidential, cause its
publication in an intellectual property gazette or
a newspaper having nationwide circulation.
The license contract shall have no effect against
third parties until so registered.

3/ A registered collective trademark or an
application for the registration of a collective
trademark may not be the subject of a license
contract.

Nullity of license contracts

Any license contract on a registered trademark or an
application for registration of a trademark, shall be
null and void when it does not contain a provision
for an effective control, by the licensor, of the
quality of the goods or the services in connection
with which the trademark may be used.

Invalid Clauses of License Contracts

1/ Clauses in a license contract shall be null and
void in so far as they impose upon the licensee
restriction not deriving from the rights
conferred by the registration of the trademark
or unnecessary for the safeguarding of these
right.

2/ Notwithstanding the provisions of Sub-Artcle
(1) of this Article, the following shall not be
deemed to constitute such restriction:
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a) limitation concerning the scope, territory or
duration of use of the trademark or the
quality of goods or services in connection
with which the trademark may be used;

b) justified control by the owner of the
trademark under this Proclamation;

c) the obligation imposed upon the licensee to
abstain from all acts capable of prejudicing
the validity of the registration of the
trademark.

32. Right to Grant Further Licenses

1/

2/

In the absence of any provision to the contrary in the
license contract, the grant of a license shall not
prevent the owner of a registered trademark from
granting further licenses to third parties or from
using the trademark himself.

When an exclusive license has been granted to a
licensee, the owner of the trademark may not grant
further licenses to third parties and, in the absence of
any provision to the contrary in the license contract,
may not use the trademark himself.

33. Right of licensee

34.

In the absence of any provision to the contrary in a
license contract, the licensee shall be entitled to use
a trademark during the duration of the registration,
including renewals, in respect of all the goods or
services for which the trademark is registered.

PART SEVEN

RENUNCIATION, CANCELLATION AND

INVALIDATION OF A RIGHT ON A
REGISTERED TRADEMARK

Renunciation of Right

1/ The owner of a registered trademark, whowishes

2/

to renounce the registration either wholly or in
respect of part of the goods or services for
which the trademark is registered, may submit
his application to the Office for the cancellation
of the registration of the trademark.

When a registered trademark has been subject
to a license contract, the request for the
renunciation of the right shall be accepted only
upon submission of a written declaration by
which the licensee consents to the renunciation.



=)

1S5
™)

boLoleb DCT DM kPC DL 0% @ 7 THEEE 99 Federal Negarit Gazeta No..37 7" July, 2006... Page 3457

oy
=-+c41 F @

L/ &méT -t QY A74& 100 A&
18]  avwidt PPLO@F  MavphF
A28t P0A ANt ot VARISP
TN RN ORI (d AP NGt
A0 IR eAm-PA:: Pao(} aot@-
POL06@  gONNNDF  PAVNLHE @AY
Q201N haéld Ra LPGA:

TPI° 4L PAPA £IUL 9°AN
oy bt I T G\ VA

o

| 8%  eelavAlto@  PFFo90 -
P& PANE TP AL hAPAY
AT NN AFENLH AR Ok
WAU¢ A Lo°AnT LTAA:

)
~

AL PIUL PART TPIC AL AAPAY
PoL0A® PALH TPeE@ heLO0t %
Wt e athd g8 ot gev g
g-tavpg@:  e9cAhRE  Aa0 T  @ogye
L PR £32L AR Atae
AVF@ A PPTF @I AT LA
0L °028T QATERE OO A1A?
Al A8 PAPA®: @Oy (A LDNT 10

£/ &méAd Ok N7 P2LACH® (HY
KArb&x 00 A3PE /8 ettt
VB PF P10 @PSTFEO-} (A L4 DT
e Pe PARt: QAT PARE:
AN AL eaPa  htarp 0t
0P @EI RIANTT @vhhA
Wtoart A NF @Pri O LLIT
AVéT kP ARET  QhéA
LACHA:

8/ qAME: ogy9e 4P TPk PIIL 9°A
7 eAtamd @ haPIe QAL (Y
NZeT @vryd ands eHe-
ALONLNI®:

b0l
~

AT 1L AhT e HIN0TY
paopet QUCE 1“7+ LC VnJ (O4aP
an )\ aoqpg° PrL AN 1LY
AP NI T ALVPIIC:

£32L CART 9°N10% L.lT NADL LD

&/ Fwge  pogavphta@  A@ (R G
2 e+cam et ®L9° (AMmé T -k
AT 2322 AT °H10 QHY
APE b O-T? VRT3 PT heowlok:
£A%4 @ P LT LT AR
LTAA:

3/ The Office upon receiving the application submitted
pursuant to Sub-Article (1) of this Article shall cause
the publication of such renunciation in an intellectual
property gazette or a newspaper having nationwide
circulation.  Renunciation shall be effective only
after the decision for cancellation has been entered
into the register.

35. Cancellation of trademark for Non use

1/ Any interested person may submit a request in writing
for the cancellation of the registration of a trademark
to the Office on the ground that the trademark has
not been in use.

2/ A trademark shall be considered of non use,
where it is proved that the trademark has not,
without legitimate reason, been used in
Ethiopia during a continuous period of at least
three years preceding the date of the request for
the cancellation of the trademark, by the
registered owner or a licensee in respect of any
of the goods or services for which it was
registered.

3/  The Office shall cancel the registration of
the trademark upon ascertaining the
fulfillment of the conditions specified
under Sub-Article (2) of this Article.
Where the owner can prove the non-use of
the trademark only for some of the
registered goods, the Office shall make
partial cancellation.

4/  The registration may not be cancelled when the
owner or a licensee proves that the non-use of
the trademark was due to force majuere.

5/ The use of a trademark in a form differing in
elements, which do not alter its distinctive
character in which it was registered, shall not
be a ground for cancellation of the trademark.

36. Invalidation of Registration

1/ The registration of a trademark may be
invalidated, by a written request of any
interested person or by the initiative of the
Office itself, when it is proved not to have
initially fulfilled the conditions laid down under
this Proclamation.
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37.

38.

39.

2/ The Office, prior to the invalidation, shall inform
the owner, in writing, the ground for
invalidation of the registration of a trademark.

3/ When the invalidation is made in respect of
parts of the goods or services for which a
trademark is registered, such invalidation
shall affect those parts only.

Effects of Invalidation

1/ The decision declaring the invalidation of
registration of a trademark shall be effective as
of the date of such registration. The Office
shall publish the invalidation of the registration
in an intellectual property gazette or a
newspaper having nationwide circulation.

2/ Notwithstanding Sub-Article (1) of this Article,
when the trademark has been subject to a
license and if the licensor has benefited from
the license contract, the invalidation of the
registration shall not enable the licensee to
claim the repayment of money.

Extension of Time

The Office may, when it is satisfied that the
circumstance so justifies upon receiving a written
request and upon notice to the parties concerned and
upon such terms as it may direct, extend the time
limit prescribed for the execution of any act under
this Proclamation and the Regulations.  The
extension may be granted though the time for doing
the act has already expired.

PART EIGHT
ENFORCEMENT OF RIGHTS

Provisional measures

1/ The competent court shall order prompt and
effective provisional measures to:

a) prevent an infringement of a right from
occurring, in particular to prevent the entry
into the channels of commerce of import
and export goods after completing customs
formalities; or
b) preserve relevant evidence in regard to an
alleged infringement of a right.



Federal Negarit Gazeta No..37 7 July, 2006... Page 3459

| 2
)¢
X
Ky
XS
=
3
*
3
o)
1S
N
>
o~
)
.g.
<
P
P
I
el
=
hg
%

—-'nm-?- A0

€/ «Ce 0Nk AN S OLTT0- 0N ALI° 2/ The court shall, without summoniong the
PACISm aoH791 OMhAG AL  AhN defendant, have the power to adopt provisional
POYCTA 18T ALLCH POLTA Py measures where it finds it appropriate, in
DLI° TINLE AILTLMS NTAD P99 0 particular where any delay is likely to cause

irreparable harm to the applicant or where there

h&2 hA ThAR Agmé.  AMLR is a demonstrable risk of evidence being

ACI°8ar? Car@N\L 2270NT LTLPA

destroyed.

£/ +nAl oot hooMd w3840 (40 3/ In a suit for restraining the defendant from
AN AL @A% ANTLAT &40 hAfe committing an infringement, the plaintiff may
Poo AT ACNNE LLER PAS apply to the court for a temporary injunction to
TaHN  APRO0T  ®CE k7 aomfP restrain the infringements until the suit is
STANT disposed of;

9 C& 0k (Y AP0 700 Ao [T/ 4/  The court, in deciding on an application of
aow/l Tt (PLNAT PAD% TaHH T P4 injunction submitted under Sub-Article (3) of
AL A@O7*? this Aurticle,

U hLD AL PmLP® TP  (hA a) shall consider if the threatened interest
AGLT POICTA aolP13T  AL.IM cannot be redressed by awarding damages,

whether the threat is imminent, the prima
facie strength of the action and the gravity
of the prejudices a decision for or against
may cause to either of the parties;

P8P C a7 Pant TS
@AL ao(t NALTSHS  Théhd
o1 AL PLeanTA®T ST
avavCav(C hANT?

b) may determine the duration of the

A A8 PULELNTT LG AFLANLA injunction and the amount of money to be
Lt hatie POLeNGH®F  TIHA deposited or other security to be furnished
oLy PULePCA®T  AA PRTS by the applicant, as it thinks fit;

A fanT LTAAT
c) may make a deeper investigation of the
A/ MHY 700 A%Po Té LA U/ relative strength of the parties before

Wtevaht@  avavpy  Fhe-neP T granting the temporary injunction where

b0l

A2H+ OANA LLE s L LI
PP AL hoopmck: (4T OA79-P
TG LTD AL PAP J°Cavl. ML
L LTAANT

(WY APE T0F 177 o PolTn
4G Q4090 VL] &G 0P aend
polavahk: P hlch G 21 2C9 TS
POIEAN - COT MIT EIIVPT
T892 LT ETFPAT

+hat. ALmé LLPP ACPELT Ota
0% UL ACIBPE 14997 RWILVPY
WG PO R78 COPD av@ () AANT::
aCim- hta0 (kA Hhate red
N+40 LI PHOALOT ACI°E A“TTAAT
APAC ®PY° AGADT P LATA @AY
aeeam-l  Phhany  pavgavy  av)-
MI°E O L Qeram T 18R ATLI1S
av 3¢ RANT T

the application of the criteria under
paragraph (a) of this Sub-Article put the
parties on equal position.

Where an act that infringes the rights protected
under this Proclamation is committed, the
provisions of the Civil Procedure Code and the
Criminal Procedure Code on search and seizure
shall be applicable.

Where provisional measures have been adopted
without summoning the defendant, he shall be
given notice, without delay after the execution
of the measures at the latest. A review,
including a right to be heard, shall take place
upon request of the defendant with a view to
deciding, within a reasonable period after the
notification of the measure, whether these
measures shall be modified, revoked or
confirmed.
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40.

41.

7/

where provisionall measures are revoked due to any
act or omission by the applicant or upon
subsequently ascertaining that there has been no
infringement or threat of infringement of a trademark
right, the court shall order the applicant, upon
request of the defendant, to provide the defendant
with appropriate compensation for any injury caused
by such measures.

Civil Remedies
1/

The court hearing a case of infringement of a
trademark owner’s right may:

a) pass an injunction to stop the defendant
from continuing the act of infringement;
and

order the defendant to compensate the
damage inflicted to the claimant due to the
infringement.

b)

2/ The amount of compensation to be awarded pursuant
to Sub-Article 1 (b) of this Article shall be equal to
the net profit derived by the defendant from the use
of the trademark or the amount of royalty the
defendant could have been charged had he used the
trademark under the terms of a license contract,
whichever is higher, plus an amount that shall cover
the expenses incurred by the claimant in connection
with the suit.

3/ The whole of the net profit derived from the
sale of the defendant’s goods or services in
connection with the use of the trademark shall
be attributed to the use of the trademark unless
the defendant proves that part of the profit is
attributive to other market factors.

Criminal Sanctions

1/ Unless heavier penalty is provided for under the

Criminal Code, whosever intentionally violates

a right protected under this Proclamation shall

be punished with rigorous imprisonment of a

term of not less than 5 years and not more than

10 years.

2/ Unless heavier penalty is provided for under the

Criminal Code, whosever by gross negligence

violates a right protected under this Proclamation

shall be punished with rigorous imprisonment of a

term not less than 1 year and not more than 5 years.

3/ The penalty, where appropriate, shall include

the seizure, forfeiture and destruction of the

infringing goods and of any materials and
implements used in the commission of the
offense.
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42.

43.

44,

45.

Measures at customs port and stations

1/ The Customs Authority may, on the basis of a
written  application accompanied with a
certificate of trademark registration and other
relevant evidence made by the right holder, and
upon sufficient guarantee provided by the
applicant, seize and detain goods which are
subject to the alleged infringement of the
applicant’s right.

2/ The Customs Authority shall forthwith inform
the applicant and the owner of the goods of the
measure taken to seize the said goods.

3/ The Customs Authority shall release the seized
and detained goods after crediting the gurantee
furnished unless the applicant brings court

injunction within ten working days.

PART NINE
MISCELLANEQOUS PROVISIONS

Trade Marks Bulletin

Without prejudice to matters to be published,
pursuant to this Proclamation, in an intellectual
property gazette or a newspaper having nationwide
circulation, the Office may publish a trademarks
bulletin to publicize trademarks.

Registration of Trademark Agents

1/ Trademark agents shall be registered with the
Office.

2/ The conditions for registration of agents shall be
determined by the Regulations.

Access to Infoormation

1/ Any person may request for search of a
trademark and obtain search report upon
payment of fee prescribed in the Regulations.

2/ The Office shall, upon payment of the fee
prescribed in the regulations, give permit to any
person to inspect the Register and give a copy
of extracts thereof.
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46.

47.

48.

49.

Transitory Provisions

1/ Trademarks deposited before the entry into force
of this Proclamation shall be submitted for
registration within eighteen months beginning
from the entry in to force of this Proclamation.

2/ The Office shall examine and decide to or not to

register deposited trade marks based on the

requirements of this Proclamation.

3/ The competent court in accordance with Article

49 of this Proclamation shall have jurisdiction

over cases pending in different court prior to

the coming in to force of this proclamation.

Power to Issue Regulations

The Council of Ministers shall have the power to
issue Regulations necessary for the implementation
of this Proclamation.

Inapplicable Laws and Practices

Any law or practice which is inconsistent with this
Proclamation shall not be applicable with respect to
matters provided for in this Proclamation.
Competent Court

The Federal Courts shall have jurisdiction over

disputes and related matters that are governed by
this Proclamation and the Regulations.

50.Effective Date

This Proclamation shall enter into force on the date
of its publication in the Federal Negarit Gazeta.

Done at Addis Ababa, this 7" day of July, 2006

GIRMA WOLDEGIORGIS

PRESIDENT OF THE FEDERAL
DEMOCRATIC REPUBLIC OF ETHIOPIA



